
Patent & Trade Secret Law 

Week 1 Readings and Activities 

 
Week 1: The Patent Document, Patentable Subject Matter & Utility 
Objectives Requirements 

Upon completion of this week, you will 

be able to: 

 

1.    Identify the five legal requirements 

for patentability. 

 

2.    Recognize the significance of each 

section of a patent document. 

 

3.    Explain the limitations on patent 

eligible subject matter. 

 

4.    Explain the concept of utility in 

patent law. 

 

5.    Assess the Supreme Court’s 

application of patentability 

requirements to cases involving laws of 

nature, natural phenomena, and 

abstract ideas. 

           

Readings: 
 

1.  The Patent Document: pp.  283-288  

(and introduction to patent law, pp.  273-382) 

 

2.  Patentable Subject Matter: pp.  289-316 

 

3.   Mayo v. Prometheus (supplement) 

 

4.  Alice Corp. v. CLS Bank Int’l.: pp.  308-316 

 

5.  Utility: pp.  317-321 

 
Video Presentation: 
 

1. View the video presentation by 

Monday of this week. 

 

Activities: 
 

Activity # 1: Tutorial Questions 

Activity # 2: Discussion Questions 
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Tutorial Questions for Week 1 
 
 

The Tutorial Questions are designed to ensure that you have an accurate understanding of the key points 
in the readings. Answers to these questions can be any length. Your goal should be to accurately state the 
relevant points of law as concisely as possible. Your professor will provide feedback and guidance on your 
responses. Answers are due by 11:59PM on Wednesday. 

 

 
 

TQ 1.1: List and explain five pieces of information that you can learn from a published patent. 

TQ 1.2: One of the goals of patent law is to disclose inventions through the patent document. How does 

the patent document serve the goal of disclosure? What information can one glean from the patent 

document? In what way does the patent serve the disclosure function? 

TQ 1.3: In Alice and Mayo, the Supreme Court articulated a two-step test for patent eligibility under 

§101.  Describe the two-step test for patent eligibility.  Explain how the Court applied this two-part test 

applied in Alice and Mayo.  Explain any consistencies and differences in the Alice and Mayo decisions. 

TQ 1.4: Explain how the utility requirement differs from the enablement requirement. 
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Discussion Questions for Week 1 
 

 

A "threaded discussion" is a discussion forum that allows students to respond to questions posted by the 
professor (original responses), which can then be read by other users who add their own comments in 
response (secondary postings). Unlike chat rooms and other "real-time" interaction forums, threaded 
discussions do not require different users to be logged on at the same time. 

 

Discussion questions are assigned each week. Original responses to these questions must be posted by 
Thursday at 11:59PM. Original responses must be at least 250 words and must incorporate concepts 
from the lectures and assigned readings. 

 

Secondary Responses/Postings: Each student must post two or more secondary responses to other 
students’ postings for each discussion question.  Secondary responses are due by 11:59PM on the 
Monday following the week in which the questions were assigned. They must be a minimum of 150 
words and, like original responses, should incorporate concepts from the lectures and assigned readings. 
Students are encouraged to embark on interactive discussions that go beyond the minimum number of 
secondary postings. 

 
Although the discussion board is expected to be student-driven, professors will be participating in the 
discussions as well. 

 
 
 
DQ 1.1: “Patents are not necessary to promote invention because many people are inclined to invent by 
nature.” Agree or disagree with this statement, defending your position. 
 
 
DQ 1.2: How broad should patentable subject matter be? Are there reasons to place limits on patentable 
subject matter? Or would it be more consistent with the goals of patent law to make any invention patent 
eligible? 
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